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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claim 21 is rejected under 35 U.S.C. 102(b) as being clearly anticipated by U.S. 
Patent No. 6,257,624 to Fabel. See Fig. 33. 

As a note, Fabel discloses at least one of the discrete sections of the business 
form being affixed to an envelope (column 4, lines 16-46), thus meeting the recitation 
"each of said first and second business forms including an envelope portion". 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1-6 and 9-16 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over U.S. Patent No 6,027,014 to Cochran. . 

Cochran discloses the claimed invention except for the substrate (22) being a 
first sheet that forms the envelope (30) and a second sheet that forms the removable 
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labels (20b, 20c). It would have been obvious to one having ordinary skill in the art at 
the time the invention was made to provide the substrate of Cochran as two separate 
sheets instead of a single substrate, since it has been held that constructing a formerly 
integral structure in various elements involves only routine skill in the art. 

Regarding claims 3-5, Cochran discloses the claimed invention, as discussed 
above, except for the adhesive closure (43e) being one of a transfer tape, rewettable 
adhesive and cohesive pattern. It would have been obvious to one having ordinary skill 
in the art at the time the invention was made to replace the adhesive closure of Cochran 
with a transfer tape, rewettable adhesive or cohesive pattern, since it was known in the 
art of envelopes that transfer tapes, rewettable adhesives and cohesive patterns are 
used to seal the closure flaps on envelopes. 

Regarding claims 13-15, Cochran discloses the claimed invention except for the 
envelope (30) being padded with cushioning material or ridges and valleys. It would 
have been obvious to one having ordinary skill in the art at the time the invention was 
made to use cushioning or ridges and valleys in the envelope of Cochran since it was 
known in the art that the use of cushioning or ridges and valleys in an envelope protect 
the contents of the envelope during mailing. 

5. Claim 20 rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. 
Patent No 6,027,014 to Cochran. 

Cochran discloses the claimed invention except for the business form including 
an article of jewelry. It would have been an obvious matter of design choice to include 
an article of jewelry with the business form of Cochran, since applicant has not 
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disclosed that the combination of business forms and jewelry solves any stated problem 
or is for any particular purpose and it appears that the Cochran invention would perform 
equally well with an article of jewelry. 

6. Claim 21 is rejected under 35 U.S.C. 103(a) as being unpatentable over Cochran 
and U.S. patent No 6,257,624 to Fabel. 

Cochran discloses the claimed device, especially business form having the 
dimensions of 8 Vi by 11". However, Cochran does not disclose the business form 
being provided as first and second business forms separable from one another by a line 
of weakness. Fabel discloses that it is known in the art to provide a plurality of 
separable business forms on a sheet of material having the dimensions of 8 V* by 11". 
See Fig. 33. It would have been obvious to one having ordinary skill in the art at the 
time the invention was made to provide the business form of Cochran as a plurality of 
separable business forms on the same sheet, as taught by Fabel, in order to permit 
printing plural forms through a printer in a single pass. 

Allowable Subject Matter 

7. Claims 7 and 8 are objected to as being dependent upon a rejected base claim, 
but would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. 
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Conclusion 

8. The prior art made of record and not relied upon is .considered pertinent to 
applicant's disclosure. 

9. Applicant is duly reminded that a complete response must satisfy the 
requirements of 37 C.F. R. 1.111, including: "The reply must present arguments pointing 
out the specific distinctions believed to render the claims, including any newly presented 
claims, patentable over any applied references. A general allegation that the claims 
"define a patentable invention" without specifically pointing out how the language of the 
claims patentably distinguishes them from the references does not comply with the 
requirements of this section. Moreover, "The prompt development of a clear Issue 
requires that the replies of the applicant meet the objections to and rejections of the 
claims." Applicant should also specifically point out the support for any amendments 
made to the disclosure. See MPEP 2163.06 11(A), MPEP 2163.06 and MPEP 714.02. 
The "disclosure" includes the claims, the specification and the drawings. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jes F. Pascua whose telephone number is 571-272- 
4546. The examiner can normally be reached on Mon.-Thurs.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nathan J. Newhouse can be reached on 571-272-4544. The fax phone 
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number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




Jes F. Pascua 
Primary Examiner 
Art Unit 3782 
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